IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Chikao Nishino et al. 



Serial No.: (Reissue Application 

of U.S. PatentNo. 5,814,634 
issued on September 29, 1998) 



Art Unit: 1203 



Filed: 



April 17, 1997 



Examiner: 



For: 



Alkylenediamine Derivative, Anti-Ulcer Drug, and 
Antibacterial Drug 



Hon. Assistant Commissioner 

for Patents and Trademarks 
Washington, DC 2 0231 



REISSUE APPLICATION DECLARATION 
AND POWER OF ATTORNEY BY INVENTORS 



Sir: 



We, the named applicants of the above referenced U.S. Patent, 
hereby declare that: 

1. Our residences, post office addresses, and citizenships 
are as stated below next to our names. 

2. We are the original and joint inventors of the subject 
matter which is described and claimed in U.S. Patent No. 5,814,634 
(hereafter "the '634 patent") granted September 29, 1998, and 
described and claimed in the above-identified reissue application. 

3 . We have reviewed and understand the contents of the 
specification and claims of the '634 patent and the specification 
and claims of the above-identified reissue application and as 
amended to date. 

4. We believe the '634 patent to be wholly or partly 
inoperative or invalid by reason of the patentees claiming less 
than the patentees had the right to claim in said patent and 
because of an error in said patent, which error is described in 
paragraphs 6 through 9 of this Declaration. 



5- The errors described in paragraphs 6 through 9 hereof, 
and all errors being corrected in this reissue application up to 
the time of filing of this Declaration arose without any deceptive 
intention on the part of the applicants. 

6. During the prosecution of the corresponding European 
application (Application No. 97 302 666.9; filing date: April 18, 
1998) in the European Patent Office (hereafter "the EPO") it was 
realized that the compounds of claim 1, as originally written, had 
been inadvertently limited to alkylenediamine derivatives or salts 
thereof of a general formula 1 in which "each of R3 and R3' 
represents methyl group, prenyl group, or geranyl group and when 
one of R3 and R3' is prenyl group or geranyl group, another is 
methyl group" and that the disclosure of the inventors in the 
patent was much broader than the scope of the issued claim 1. It 
was further realized during the prosecution in the EPO, that the 
compounds of claim 5, as originally written, had been inadvertently 
limited to alkylenediamine derivatives or salts thereof of a 
general formula 4 in which "Rj and/or Rj is an alkenyloxy group 

expressed by the formula 5... wherein each of R^ and Rt,' 

represents methyl group, prenyl group, or geranyl group and when 
one of Rj, and R^' is prenyl group or geranyl group, another is 
methyl group" and that the disclosure of the inventors in the 
patent was much broader than the scope of the issued claim 5. 

7. The error which we seek to cure by reissue is the 
unintentional omission of one supplementary CHj group from (a) the 
substitutents R3 and R3' of claim 1 and (b) the substitutents R^ and 

2 



Rjj' of claim 5. 

8. Amended claim 1 now requires in pertinent part that "each 
of R3 and R3' represents methyl group, prenyl-CHj group, or geranyl- 
CH2 group and when one of R3 and R3' is prenyl-CH2 group or geranyl- 
CH2 group, another is methyl group," in lieu of the former erroneous 
proviso reciting that "each of R3 and R3' represents methyl group, 
prenyl group, or geranyl group and when one of R3 and R3' is prenyl 
group or geranyl group, another is methyl group." Without the 
proposed amendment, claim 1 provides no coverage for the compounds 
in which: 

(a) Ri and Rj are not alkenyloxy groups, R3 is CH3- and R3' is 
prenyl-CHj- group when only one neryloxy group is on a 
benzene ring; 

(b) Rjand Rj are not alkenyloxy groups, R3 is prenyl-CHj group 
and R3' is methyl group when only one geranyloxy group is 
on a benzene ring; 

(c) Ri and R2 are not alkenyloxy groups, R3 is geranyl-CHj- 
group and R3' is methyl group when only one farnesyloxy 
group is on a benzene ring; and 

(d) one of R, and Rjis geranyloxy, R3 is prenyl-CHj- group and 
R3 is methyl group when two geranyloxy groups are on a 
benzene ring. 

Such compounds are illustrated in Examples 2-14, 20-26, 29-34, 36- 
38 and 41-61 of the '634 patent. Thus, this difference is an error 
related to subject matter which was not previously claimed and, 
hence, the issued claim 1 does not claim all that we are entitled 
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to claim in the '634 patent. No new matter is added by this 
amendment of claim 1. 

9. Similarly, amended claim 5 now reads in pertinent part 
that "wherein each of and I^' represents methyl group, prenyl-CHj 
group, or geranyl^CHj group and when one of R^, and R^' is prenyl-CHj 
group or geranyl-CH2 group, another is methyl group" in lieu of the 
previous mistaken proviso stating that "wherein each of Rb and R^' 
represents methyl group, prenyl group, or geranyl group and when 
one of Rb and Rj,' is prenyl group or geranyl group, another is 
methyl group." Without the proposed amendment — because according 
to the original claim 5 R^ and R^' can be neither prenyl-CHj- group 
nor geranyl-CHj- group — claim 5 provides no coverage for the 
compounds in which each of R^ and Rj is alkenyloxy group such as 
prenyloxy, geranyloxy, neryloxy or farnesyloxy. Such compounds are 
depicted in Examples 11-14 and 36-38 of the '634 patent. Thus, 
this difference is an error related to subject matter which was not 
previously claimed and, hence, the issued claim 5 does not claim 
all that we are entitled to claim in the '634 patent. No new 
matter is added by this amendment of claim 5. 

10. Support for amended claim 1 that we seek to present in 
this reissue application can be found in column 17, line 8 through 
column 21, line 12 (Examples 2-14), column 22, line 31 through 
column 23, line 33 (Examples 20-26), column 24, line 44 through 
column 25, line 38 (Examples 29-34), column 27, line 1 through 
column 23, line 29 (Examples 36-38) and column 29, line 1 through 
column 23, line 23 (Examples 41-61) of the '634 patent. Similarly, 
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support for amended claim 5 can be found in column 20, line 34 
through column 21, line 12 (Examples 11-14) and column 27-28, 
line(s) 1 through column 27-28, line(s) 43 (Examples 36-38) 
thereof. Thus, claims 1 and 5 as proposed to be amended by this 
reissue recite alkylenediamine derivatives or salts thereof clearly 
and adequately described in the '634 patent. 

11. It was also realized during said prosecution before the 
EPO, that, in order to obtain broader patent protection, a reissue 
application needed to be filed no later than September 29, 2000. 

12. We acknowledge the duty to disclose information which is 
material to the examination of this application in accordance with 
37 C.F.R. 1.56(a) and which occurred between the filing date of 
said prior application and the filing date of the application which 
issued as the '634 patent. 

13. We hereby claim foreign priority benefits under Section 
119 of Title 35, United States Code, of any foreign patent 
application for patent or inventor's certificate listed below and 
have also identified any foreign application for patent or 
inventor's certificate having a filing date before that of the 
application of which priority is claimed: 

(a) Japanese Patent Application No. 8-122195 filed on Apr. 
18, 1996; 

(b) Japanese Patent Application No. 8-278871 filed on Sep. 
30, 1996; and 

(c) Japanese Patent Application No. 9-12056 filed on Jan. 6, 
1997. 
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such priority benefits were claimed in USP 5,814,634, now sought to 
be reissued. Moreover, the disclosures of the above- identified 
priority documents were and continue to be incorporated herein by 
reference. 

14. We hereby appoint Ronald R. Snider, Reg. No. 24,962, 

Elizabeth J. Pawlak, Reg. No. 34,520, Peter N. Lalos, Reg. No., 

19,789, Francis A. Keegan, Reg. No. 19,245 to prosecute this 

application and to transact all business in the U.S. Patent and 

Trademark Office connected therewith. Please direct all telephone 

calls to: Ronald R. Snider, Esq., at telephone number (202) 347- 

2600, and all correspondence to: 

Snider & Associates 
P.O. Box 27613 
Washington, D.C. 20038-7613 

15. We hereby declare that all statements made herein of our 
own knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment! or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize 
the validity of the application or any patent issued thereon. 

Full name of inventor: Chikao NISHINO 

Inventor's signature: 

Date : 

Citizenship: Japanese 
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Residence: Yokohama-shi, KANAGAWA, JAPAN 

Post Office Address: c/o SHISEIDO RESEARCH CENTER (2) 

2-12-1 Fukuura, Kanazawa-ku, Yokohama-shi, KANAGAWA 236, JAPAN 

Full name of inventor: Fumitaka SATO 

Inventor's signature: — ^ 

Date : — — • 

Citizenship : Japanese 

Residence: Yokohama-shi , KANAGAWA, JAPAN 

Post Office Address: c/o SHISEIDO RESEARCH CENTER (1) 

1050 Nippa-cho, Kohoku-ku, Yokohama-shi, KANAGAWA 223, JAPAN 

Full name of inventor: Tomohiro UETAKE 

Inventor's signature: . 

Date : » 

Citizenship : Japanese 

Residence: Chiyoda-ku, TOKYO, JAPAN 

Post Office Address: 10-2 Sotokanda 4-chome, Chiyoda-ku, TOKYO 101, 
JAPAN 

Full name of inventor: Hirotada FUKUNISHI 

Inventor's signature: _ 

Date : . 

Citizenship : J apanese 

Residence: Yokohama-shi, KANAGAWA, JAPAN 

iast Office Address: c/o SHISEIDO RESEARCH CENTER (1) 
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1050 Nippa-cho, Kohoku-ku, Yokohama-shi , KANAGAWA 223, JAPAN 



Full name of inventor: Nao KOJIMA 

Inventor's signature: . 

Date : . 

Citizenship: Japanese 

Residence: Chuo-ku, TOKYO, JAPAN 

Post Office Address: c/o SHISEIDO CO., LTD. 

5-5 Ginza 7-chrome, Huo-ku, TOKYO 104-10, JAPAN 
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ADDITIONAL NAMES OF CONVEYING PARTIES 

Fumitaka SATO 
Tomohiro UETAKE 
Hirotada FUKUNISHI 
Nao KOJIMA 




AUGUST 26, 1997 

RONALD R, SNIDER 
P.O. BOX 27 613 
WASHINGTON, D.C. 



PTAS 



20038-7613 



amHrademi 



UNITED ^BESnDEPARTMENT OF COMMERCE 
Patent amHrademark Office 

AsasTAtvrr secretary and commissioner 

OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



*100516403A* 



CORRECTED 

UNITED STATES PATENT AND TRADEMARK OFFICE NOTICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
^=PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
%MAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
IiNAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
^^.CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT DIVISION, 
?iBOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231. 



^JIECORDATION DATE: 04/17/1997 REEL/FRAME: 8533/0020 

NUMBER OF PAGES: 3 

^^RIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS). 

flkSSIGNOR: 

CP NISHINO, CHIKAO DOC DATE: 04/10/1997 
-f^ASSIGNOR: 

SATO, FUMITAKA DOC DATE: 04/10/1997 
ASSIGNOR : 

UETAKE, TOMOHIRO DOC DATE: 04/10/1997 



ASSIGNOR: 

FUKUNISHI, HIROTADA DOC DATE: 04/10/1997 

ASSIGNOR : 

KOJIMA, NAO DOC DATE: 04/10/1997 



ASSIGNEE : 

SHISEIDO CO. , LTD. 

5-5 GINZA 7-CHOME, CHUO-KU 

TOKYO 104-10, JAPAN 



8533/0020 PAGE 2 

SERIAL NUMBER: 08842891 
PATENT NUMBER: 



JACQUELINE MOORE, PARALEGAL 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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VER 



^ARTMENT OF COMMERCE 

Patent and Trademark Office- 



ComimsMoner of Patents andQrad^r^:^!^^ recom uk aoached original documents or copy thereof. 



-^9010 



2. Name and address of receiving party (ies)g^ " 
Name: Shiseido Co., Ltd. ^ 
St. Address :5-5 Ginza 7-chome,Chudi?fcu'™' 

City:Tokyo 104-10 Country: JAPAN 

Additional name(s) & addre8s(es) attached? Yes X No 
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1. Name ot conveying partyCies): 
1. Chikao NISHINO 

Additional name(s) of conveying partyCtes) attached? X Yes No 



3. Nature of conveyance: 
X Assignment 
Security Agreement 
Other: 

Execution Date: April 10, 1997 



Merger 

Change of Name 



4. Application number(s) or patent number(s): 

If this document is being filed together with a new application, the execution date of the application is: April 10, 1997 
A. Patent Application No.(s) B- Patent No. (s) 



Additional numbers attached? Yes _ No_2C_ 



Name and address of party to whom correspondence 6. Total number of applications and patents 
concerning document should be mailed: involved: j 



06/06/ 
03 FC: 



Ronald R. Snider 
3 P.O. Box 27613 
3 Washington, D.C. 20038-7/13 

S8l!? 40.00 OP 



7. Total fee (37 CFR 3.41): $40.00 
X Enclosed 

X Authorized to be charged to deposit account 
if any error. 

rippncit ar-rnnnf niiinhp.r- \ . 



19-2816 

(Attach duplicate copy of this page if paying by deposit account) 



DO NOT USE TfflS SPACE 



9. Statement and signature: To the bespof^y knowledge and belief, the foregoing information is true and 
correct and any attached copy is a true^e^y^ the originalpaocument. 



l^nnald R. Snider 

Name of Person Signing 
Registration No. 24,962 



Ugnature 



April 17. 1997 

Date 



Total number of pages comprising cover sheet, attachments and document: 3 



Mail documents to be recorded with required cover sheet information to: 
Commissioner of Patents and Trademarks 
Box Assignments 
Washington, D.C. 20231 



69412 



97 04/16 23:07 S81 45 453 4317 



IWAIIASIII PAT. 



SNIDER 1^002/004 



SOLE/JOINT INVENTION 
(US, Rights Only) 

WHEREAS 1/ We. die below named inventoKs), {kertinafier referred t as A&signoKs)). have made an invention entitled* 

- ALKYLENDIAMINE DERIVATIVE. A^m -ULCER DRUG, AND AOTIBACTERIAL DRUG 



ASSIGNMENT 



(Title of Invention) 



for which I/We executed an application for United States LettM Patent concurrently herewith or Tiled an application for 

United States Letters Patent on \ « . 19 (Serial No. and 

WHEREAS.. SHISEIDO 00. , LTD. 



a corporation of JAPAN 



(Rili Name of Assignee) 



(Country of Incorporation) 
whose post office address is 5-5 Ginza 7-chaTe> Chuo-]cu> TOKYO 104-10 JAPAN 



(hereinafter referred to as Assignee), is desirous of securing die entire right, title, and interest in and to this invention, dte 
application for United Sutes Leaers Piatent on this invention and the Letters Patent to be issued upon this application; 

NOW THEREFORE, be it known that, for good and valuable consideration the receipt of which from assignee is hereby 
acknowledged. I/Vfc. as assignor(s), have sold, assigned, transferred, and set over, and do hereby sell, assign, transfer, and set 
over unt the assignee, its lawful successors and assign^ my/our entire right, title, and interest in and to this invention and 
this application, and all divisions, and continuations thereof, and all Letters Patent of the United States which may be granted 
thei^n. and all reissues thereof: and 1/We hereby authorize and request the Commissioner of (Stents and Trademarks of the 
United States to issue all Letters Patent for this invention to assignee, its successors and assigns, in accordance with the terms 
ofnliis Assignment; 

= 'AND, I/WE HEREBY further covenant and agree that l/W: will, without further consideration, communicate with 
asit|nec. iu successors and assigns, any focts known to me/us respecting this invention and testify in any legal proceeding, 
sigyali lawful papen when called upon to do so. execute and deliver all papers that may be necessary or desirable to perfect 
thei^title to this invention in said assignee, its successors and assigns, execute all divisional, continuation, and reissue 
api^cations, make all rightful oaths and generally do everything possible to aid assignee, its successors and assigns, to obtain 
anftcnforce proper patent protection for diis invention in the United States, it being understood that any expense incident to 
thiixecution of such papers shall be borne by the assignee, its successors and assigns. 

I „ IN TESTIMONY WHEREOF, I/Wt have hereunto set our hand(s). 



1, ^lUNAUC OF SOLE Oft FAST ASSlQMOn 

(Mkao NISHINO 


ASSKMOR;)! SUTURE ^ 


DATE 

;^ril 10, 1997 


A§?«ss c/o SHISEIDO RESEARCH CENTER( 2) ,2-12-1 FUkbura, 
Kdi^awa-ku, Yokc^»na-shi, KANAGAWA 236 JAPAN 


CmZENSHIP 

JAPANESE 


li^atJU IMME OF SBXMO ASSANOM. # ANY 

Flftiitaka SATO 


ASStONOR-SSGIUnjftE 


OATE 

April 10, 1997 


Aooncssc/o SHISEIDO RESEARCH CEWTERC 1 ) , " 1050 Nijpa-cho, 
Kohoku-ku, Yokohama-Shi, KANAGftWA 223 JAPAN 


OnZENSW 

JAPANESE 


a. FUU NAME OF THWO ASSKiNOa iP ANV 

Tomohiro UETAKE 


ASSKMOtrSSKMArUME 


DATE 

April 10, 1997 


AOtWESS 

10-2 SotokarKia 4-chome, Chiyoda-ku, TOKYO 101 JAPAN 


OTlZ£NSHU> 

JAPANESE 


4 ruaiUM£OrR)UinMASSfiN0n.rAMV 

Hiiotada FUKUNISHI 


ASSNiNOirsattMaunE 


April 10, 1997 


«»«s$c/o SHISEIDO RESEARCH CENTERd), 1050 Nippa-cho, 
Kohoku-ku. Yokohama-Shi. KANAGAWA 223 JAPAN 


CmZENSMIP 

JAPANESE 


a FUU.NAAC or FIFTH ASSlGNOaVAMV 

Nao KDJIMA 


ASSKSNOR^SKMSURE 


DATE 

;^il 10, 1997 


*«««Sc/o SHISEIDO OO. , LTD. ' 
5-5 Ginza 7-chcxne, Chuo-ku, TOKYO 104-10 JAPAN 


cmzBtSMT 

JAPANESE 


a FUU NAME or SDOM ASSmOa r ANV 


ASSIQNOn^aiQMMlE 


OATE 


Aooncss 


emzBiSHff* 



LAW OFFICES OF RONALD R. SNIDER • WASHINGTON, DiC. 



CORRBCnONOFFATBNTS 



TM» l» Tmn ofiha application for* nrtwua i»atafil ba aed on ttw ortglnal patairt Mentmad bekiw 



REISSUE Al-PLfCATION BY THE INVBJTPR. 
OFFER TO SURRENDER PATENT 




Patent Numl»»i 

814 rWA 



SeptemBier 29* 199$ 



""AO^rS^reiDine De-rtvati-ve Atitlnlccr Drug and AntABactarlal Btoig 



I am tha mvertior Of tha origlnat paitaiiL 

1 Alitor to aurrandertliA ertllnal |^««tti«t. 

^ _ Filed herein m a oemnc»l« under 37 CTH S,79m« 

« |— I c^wneMh^paftli«palorit»alolhelnwrtorii>.e7Kinoa^ 

* beenniadB. 

*■ 

One.of t^aocaa 1 *r3 Above imiel be oheoked. 
The wrmert oonaem of aR eaalgneaa ownlno an tindtvWad interest m iha ortomai potent to aicftided bi 
iMa app^tlon Ibr I 



signature \ ' ' 



Typed or prlntad name 



The aaalonee owning »t> urtdlvMod tntBraal tn aatd ertpJnal patent ta S^aeldo Co, y ,.Ltd^ 



and die aaatgnee cxynaanKs to ttie aooompanyfno appDMton lor lataaue. 



i heniby declare that all atatemanta made hatein oT my own knowfadoa are taie^and that .^^^^ 
stalemettta made en Intomiallon and better acv bellevad lo !■* Vwej And nirth^tliaA Iheae atoU^ 
were mado wflti th» knowiadoe thai watfW Iklsa ataterminta and the Mm so made are punlBhat»Te 
flne orfifvrt«>n™»*. w ^-S.C ioDI and thai auoh wl«M fatae 
jBopanltca tt>e TaUdlty of the appfioaifon« any patent baued tff^reen. or any patent to wbfoh thw 
deotaratfon la directed. 



Namavraavlynair 

Sfilsal^do Co« y Ltd. 



BtanBtunrJpy pemon al gnlino tar asalgn aa 




pinhtdd name ^ndHtie of peiaon algnlno for aaalDnaa 



TvpTii 

5aty>ru Ti^tfCEPRf General Wanagar 



Data 



Ml 



1400-23 



